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DETAILED ACTION 

1 . This action is responsive to communications: original application, filed 
10/23/2003. 

2. Claims 1-44 are pending in the case. Claims 1, 13, 27, 41, and 43 are 
independent claims. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1, 8, 9, 13, 20-22, 27, 34-36, and 41-44 are rejected under 35 
U.S.C. 102(b) as being anticipated by Montlick, U.S. Patent No. 5,561,446, issued 
October 1996. 

Independent claim 1 cites: A computer system, comprising: an input system 
that receives electronic ink data associated with a document or file on or accessible by 
the computer system; a storage system that stores the electronic ink data associated 
with the document or file; and an ink access system that allows the operating system to 
access at least some of the stored electronic ink data. 

Montlick teaches a method for wireless remote information retrieval and pen based data 
entry for relating handwriting to other information without attempting to convert the 
handwriting to typed text (Col. 2, 1. 37-41). Montlick teaches a method of associating 
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electronic ink data with form fields of a form document in a computer system (Col. 8, 1. 
65-CoL 9, 1. 25), and a method of storing and accessing the ink data (Col. 10, 1. 6-37). 

Regarding dependent claim 8, Montlick teaches that the input system is 
activated in response to data indicating that ink input should be activated for an 
electronic form (Col. 8, 1. 10-64), compare to wherein the input system is activated in 
response to data from an application program indicating that electronic ink input should 
be activated with respect to at least one document or file in the application program. 

Regarding dependent claim 9, Montlick teaches that the handwriting data is 
saved to the input system as electronic ink (Col. 9, 1. 50-58). 

Regarding dependent claim 12, Montlick teaches that the electronic data 
includes an electronic ink comment in the form of handwritten notes (Col. 8, 1. 25-35). 

Regarding independent claim 13, claim 13 reflects the method implemented by 
the system as claimed in claim 1 , and is rejected along the same rationale. 

Regarding dependent claim 20, Montlick teaches a method of storing and 
accessing the ink data (Col. 10, 1. 6-37) where information associated with the form is 
rendered as electronic ink. 

Regarding dependent claims 21 and 22, claims 21 and 22 reflect the methods 
implemented by the system as claimed in claims 8 and 9, respectively, and are rejected 
along the same rationale. 

Regarding independent claim 27, claim 27 reflects the computer-readable 
medium including computer-executable instructions used by the system as claimed in 
claims 1,8,9, and is rejected along the same rationale. 
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Regarding dependent claims 34, 35, and 36, claims 34, 35, and 36 reflect the 
computer-readable medium including computer-executable instructions used to 
implement the methods claimed in claims 20, 21, and 22, respectively, and are rejected 
along the same rationale. 

Regarding independent claim 41, which cites: A method, comprising: sending 
data from an application program to an operating system, wherein the data requests 
activation of an electronic ink entry region when storing information associated with a 
document or file on the application program; receiving the data in the operating system; 
and sending a user interface including the electronic ink entry region to the application 
program when the application program seeks to store information associated with a 
document or file. 

Montlick teaches a method for wireless remote information retrieval and pen based data 
entry for relating handwriting to other information without attempting to convert the 
handwriting to typed text (Col. 2, 1. 37-41). Montlick teaches a method of associating 
electronic ink data with form fields of a form document in a computer system (Col. 8, 1. 
65-Col. 9, 1. 25), and a method of storing and accessing the ink data (Col. 10, 1. 6-37). 
Montlick teaches sending data from the application program to an operating system, 
where the data requests activation of an ink entry region when storing information, i.e., 
the graphical user interface receives events generated by the stylus and performs 
appropriate actions (Col. 5, 1. 49-Col. 6, 1. 20). Montlick teaches that the user interface 
may be updated on a periodic basis by the central computer system and that the 
interface may also allow manual saves of data entry regions, i.e., electronic ink entry 
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regions (Col. 7, 1. 45-10). Further the notes can be saved, edited, and recalled by 
specific entry region (Col. 8, 1. 10-64). 

Regarding dependent claim 42, Montlick teaches that data is sent as part of a 
call requesting return of the user interface and activation of a process for storing data 
associated with the form document, as in the automatic transmission of electronic ink 
data from the application interface program to the central computer system on an 
automatic periodic basis for updates (Col. 7, 1. 45-Col. 8, 1. 9). It is inherent in the 
disclosure of Montlick that this transmission would be sent as part of a call, since the 
application is written in C++ (Col. 6, 1. 59-Col. 7, 1. 3). 

Regarding independent claim 43 and dependent claim 44, claims 43 and 44 
reflect the computer readable medium including computer executable instructions used 
for implementing the methods as claimed in claims 41 and 42, and are rejected along 
the same rationale. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2-7, 14-19, and 28-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Montlick, as applied to claims 1, 8, 9, 13, 20-22, 27, 34-36, and 
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41-44 above, in view of Wilcox et al. (hereinafter "Wilcox"), "Dynomite: A 
Dynamically Organized Ink and Audio Notebook", CHI 97, March 1997, p. 186-193. 

Regarding dependent claims 2-7, Montlick teaches a system in which 
electronic ink data can be given digital meaning without recognizing the handwriting as 
text, and giving electronic ink the context of specific fields to associate the data with 
specific fields (Col. 11,1. 19-34), and rendering form fields in electronic ink based on 
stored data (Col. 10, 1. 6-37), compare to claim 3, a rendering system for rendering the 
title in electronic ink based on the stored electronic ink data, 

Montlick does not explicitly teach that the electronic ink data includes an 
electronic ink title for the document (claim 2), or rendering the title as part of file 
operations on the display (claims 4-7). However, Wilcox teaches a pen based notebook 
computer with electronic ink indexes. Wilcox teaches rendering an image of a 
document title as part of a file list operation, where different articles can be selected by 
an electronic ink hyperlink (p. 190, Col. 2, par. 3-4). Wilcox teaches a page preview 
rendering with a grouping of notes with an associated property (p. 191, Fig. 5). Wilcox 
also teaches the use of a title bar and/or application bar corresponding to electronic ink 
notes which represent links to electronic ink documents (Fig. 5). 

Wilcox and Montlick are analogous art, because both are directed toward the 
rendering, linking, and storage of electronic ink data. It would have been obvious to one 
of ordinary skill in the art at the time of the invention to apply Wilcox to Montlick, 
because Montlick relates handwriting to other information without attempting to convert 
the handwriting to typed text (Montlick, Col. 2, 1. 37-41), and Wilcox provides electronic 
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ink indexes and views of notebook content based on time, properties and keywords, 
thereby giving the user the benefit of easily finding and organizing information in their 
notebook (Wilcox, p. 190, par. 2). 

Regarding dependent claims 14-19, claims 14-19 reflect the methods 
implemented by the system as claimed in claims 2-7, respectively, and are rejected 
along the same rationale. 

Regarding dependent claims 28-33, claims 28-33 reflect computer-readable 
medium including computer-executable instructions used by the system as claimed in 
claims 2-7, respectively, and are rejected along the same rationale. 

7. Claims 10, 11, 23, 24, 25, 37, 38, and 39 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Montlick. 

Regarding dependent claims 10 and 11, Montlick teaches a method of 
associating electronic ink data with form fields of a form document in a computer system 
(Col. 8, 1. 65-Col. 9, 1. 25) when the fields are changed by a user, therefore it would have 
been obvious to one of ordinary skill in the art at the time of the invention to save the 
electronic ink data when an electronic ink title is added to an existing document or file, 
since a title is a type of field and Montlick teaches associating electronic ink data with 
fields. 

Regarding dependent claims 23, 24, 37, and 38, claims 23, 24, 37, and 38 are 
directed toward substantially similar subject matter as claimed in claims 10 and 1 1 , 
respectively, and are rejected along the same rationale. 
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Regarding dependent claim 25, Montlick teaches a method of associating 
electronic ink data with form fields of a form document in a computer system (Col. 8, 1. 
65-Col. 9, 1. 25) when the fields are changed by a user, therefore it would have been 
obvious to one of ordinary skill in the art at the time of the invention to save the 
electronic ink data when an electronic ink title is added to an existing document or file, 
since a title is a type of field and Montlick teaches associating electronic ink data with 
fields 

Regarding dependent claim 39, claim 39 is directed toward substantially similar 
subject matter as claimed in claim 25, and is rejected along the same rationale. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amelia Rutledge whose telephone number is 571-272- 
7508. The examiner can normally be reached on Monday - Friday 9:30 - 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on 571-272-4136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
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have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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